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DETAILED ACTION 
Response to Amendment 

1 . The amendment filed on 9/24/2004 has been entered. 

2. The amendment to claims 1 and 9 raise new matter issues as will be discussed 
below. 

Response to Arguments 

3. Applicant's arguments filed 9/24/2004 have been fully considered but they are 
not persuasive. The argument on page 5 next to the last paragraph states: 
"Features of the control apparatus and method according to the present invention are to 
control movement of a sub-screen of a variable size containing a compressed sub- 
screen video signal. See page 5, lines 6-25 of the present application, for example." 
This characterization of the application is incorrect because page 5 lines 11-16 states: 
"By this signal and a change of a reading speed at which data is read from an internal 
memory of the production and control circuit 6, the video signal of the sub screen is 
compressed to an arbitrary size and derived at an arbitrary timing on the display screen, 
whereby the video signal of the sub screen is produced." Clearly the specification 
teaches compressing the video signal to an arbitrary size but it does not teach a sub- 
screen of an arbitrary size and it does not teach a sub-screen of a variable size. 

The argument presented on page 6 first paragraph states: "Looking at Sombroek we 
see that the reference does not teach controlling a movement of a sub-screen of a 
variable size containing a compressed sub-screen video signal. Sombroek is 
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merely teaching controlling a sub-screen containing a cursor." This statement may be 
correct, however, the specification does not support claims having the limitation of "a 
sub-screen of a variable size". The specification does not define "video signal", thus, 
this broad term includes the video signal of a cursor. The cursor generator inherently 
present in Sombroek places the video signal of the cursor into the sub-screen. It is not 
clear if the video signal of the cursor is compressed to fit into the size of the sub- 
screen. However, this is a well known feature of Windows NT. To change the cursor 
size in Windows NT the following is performed by the user. 



Windows NT Help 



Help Topics 



I Options 



To change the size of the cursor 

1 Click here SU to display Console properties. 

2 Click the Font tab. v 

3 in the Cursor Size box on the Options tab, specify a cursor size. 
See Also 

Changing Command History Settings ' 
Changing Window Mode Settings 
Changing Display Option Settings : 
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; Console Windows Piopeities 
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Cursor Size= 



O Medium 
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rp Command History^ 
Buffer Size; 
Number of Buffers: |4 



J53 



Jj| Discard Old Duplicates 



JjjfluickEdtMode 
Q Insert Mode 



'Display Options* 

©Window 
QFuO Screen 



OK 



Cancel 



Help 



It would have been obvious to one of ordinary skill in the art to have modified Sombroek 
to include the feature of variable size cursor for many reasons one of which is it will 
allow a person to view the cursor at the size the user desires to view the cursor. A 
variable size cursor generator would compress the size of the cursor to fit a selected 
smaller size cursor. 
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Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 and 9 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claims 1 and 9 were both amended to claim 
"producing said sub-screen of a variable size containing said compressed sub-screen 
video signal". Page 5 lines 1 1-16 of the specification states: "By this signal and a 
change of a reading speed at which data is read from an internal memory of the 
production and control circuit 6, the video signal of the sub screen is compressed to an 
arbitrary size and derived at an arbitrary timing on the display screen, whereby the 
video signal of the sub screen is produced." Clearly the specification teaches 
compressing the video signal to an arbitrary size but it does not teach a sub-screen of 
an arbitrary size and it does not teach a sub-screen of a variable size. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 1 and 9 were both amended to claim 



Application/Control Number: 09/389,557 Page 6 

Art Unit: 2672 

"producing said sub-screen of a variable size containing said compressed sub-screen 
video signal". The phrase "said sub-screen of a variable size" requires a variable sub- 
screen be previously claimed, thus, this phrase lacks antecedent basis in the claim. 

8. Applicant should note that claim 9 is a method claim that has several 
occurrences of "means" plus a function. Since claim 9 is a method claim these means 
plus function phrases do not invoke 112 sixth paragraph since in a method claim a "step 
for" phrase is necessary to invoke 112 sixth paragraph. Therefore claim 9 may claim 
less than applicant intends for claim 9 to claim. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. In view of the newly added claim limitations into claim 1 "sub-screen signal 
production control means for compressing a sub-screen video signal and for producing 
said sub-screen of a variable size containing said compressed sub-screen video signal" 
and into claim 9 "compressing a sub-screen video signal; producing said sub-screen of 
a variable size containing said compressed sub-screen video signal;" the following 
rejection is being made for what the claims currently claim. 
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1 1 . Claims 1 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
.Sombroek, EP 0 631 223 A1 , in view of Windows NT which was available prior to 1996. 

Sombroek at column 5 lines 37-43 describes continuing the shifting of the speed 
of the cursor. Sombroek describes on column 4 lines 6-9 a joystick used as a user 
interface tool. At column 4 lines 36-49 Sombroek describes how the cursor is moved at 
one speed for a first time period and then accelerates to a second speed after the first 
time period has elapsed. The joystick corresponds to the claimed first and second 
command means because the joystick supplies at least four signals indicative of left, 
right, up, and down movement commands. Note figure 4 and pressure sensitive 
resistors 402-408. Thus, movement of the joystick by the user, indicative of left, right, 
up, and down, is judged by 304 and 306 as being similar types of input irregardless of 
direction (column 7 line 45 to column 8 line 7) causing the speed of the cursor to 
increase as the command means 402-408 in aggregation continuously produces an 
output within a first time period. 

The specification does not define "video signal", thus, this broad term includes 
the video signal of a cursor. The cursor generator inherently present in Sombroek 
places the video signal of the cursor into the sub-screen. It is not clear if the video 
signal of the cursor is compressed to fit into the size of the sub-screen. However, this 
is a well known feature of Windows NT. To change the cursor size in Windows NT the 
following is performed by the user. 
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Windows NT Help 



HeipIopics|~ gggfe Pflptfions 



To change the size of the cursor 

1 Click here ED to display Console properties. 

2 Click the Font tab. 

3 In the Cursor Size box on the Options tab, specify a cursor size. 
See Also 

Changing Command History Settinos 
Changing Window Mode Settings 
Changing Display Option Settings 



; Console Windows Properties 



-Options | Font ]] Layout |) Colors 



p Cursor Size= 



©Medium 



'Command History^ 
Buffer Size; 
Number of Buffers: 
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Q QuickEdit Mode 
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OK 
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It would have been obvious to one of ordinary skill in the art to have modified Sombroek 
to include the feature of variable size cursor for many reasons one of which is it will 
allow a person to view the cursor at the size the user desires to view the cursor. A 
variable size cursor generator would compress the size of the cursor to fit a selected 
smaller size cursor. 



A detailed analysis of the claims follows. 
Claim 1: 

Sombroek teaches a control apparatus for controlling a displayed position of a 
sub-screen (the cursor is displayed in a sub-screen of the main 
screen) displayed together with a main screen on a display screen, comprising: 

Windows NT teaches sub-screen signal production control means for 
compressing a sub-screen video signal and for producing said sub-screen of a variable 
size containing said compressed sub-screen video signal (when the user changes 
the size of the cursor, the video signal representing the cursor 
needs to be changed to fit a variable cursor sub-screen. This is 
the same as the claimed compressing a sub-screen video signal 
since applicants use of the word compression is related to 
changing the size of the image represented by the video signal.)] 
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Sombroek further teaches the following claim limitations; 

first command means (Both applicant and Sombroek use a 
joystick.) to control said position of a sub-screen in a first direction ( The left 
and right signals of the joystick are generated by a first 
command means to control the position of the cursor in a first 
direction. ) ; 

second command means (Both applicant and Sombroek use a 
joystick.) to control said position of a sub-screen in a second direction ( The up 
and down signals of the joystick are generated by a second 
command means to control the position of the cursor in a second 
direction.) ; and 

processing means for receiving command signals from said first and second 
command means and for outputting a control signal to control said displayed position of 
said sub-screen in said first and second directions in response to said command signals 
(When the first and second command means is activated for a 
period less than tl the speed of moving the cursor will be 
maintained at the initial speed, thus, when they are activated 
intermittently the time period will be less than tl, see column 4 
lines 36-49 and figure 2)\ 

wherein said processing means increases at a predetermined moving speed said 
displayed position of said sub-screen from an initial moving speed when one of said first 
and second command means is activated continuously (At column 4 lines 36-49 
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Sombroek describes increasing the speed of moving the cursor 
after one or both of the first and second command means are 
activated continuously beyond time period tl . At column 4 lines 
36-49 Sombroek describes how the cursor is moved at one speed 
for a first time period and then accelerates to a second speed 
after the first time period has elapsed. Movement of the 
joystick by the user, indicative of left, right, up, and down, 
is judged by 304 and 306 as being similar types of input 
irregardless of direction (column 7 line 45 to column 8 line 7) 
causing the speed of the cursor to increase as the command means 
402-408 in aggregation continuously produces an output within a 
first time period.)] 

wherein said processing means judges similarity of said command signals when 
another one of said first and second command means is activated at the state of said 
predetermined moving speed (Converter 304 and processor 306 determines 
if the left, right, up, and down signals from pressure sensitive 
resistors 402-408 as being similar types of input irregardless 
of direction (column 7 line 45 to column 8 line 7) since the 
outputs of pressure sensitive resistors 402-408 are tied 
together at node 412 column 6 lines 50-51 and their outputs are 
applied to converter 304. Sombroek f s look up table inherently 
stores values corresponding to the different speed ranges, VI, 
V2, V3, etc. The calculating means 438 produces a judgment on 
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the similarity of the alternate actions made by the first and 
second command means based upon the valued stored in the 
addressed location in the look up table corresponding to the 
count. Another one is a broad term and is met by the other of up 
or down and left or right . ); and 

wherein said processing means continues said predetermined increase of 
moving speed when said similarity is found (At column 5 lines 41-44 
Sombroek describes increasing the speed from vl to v2 to v3 to 
etc. At column 8 lines 2-7 Sombroek describes continuing to 
increase the speed after similarity has been determined.) and 
returns to said initial moving speed when said similarity is not found ( when the 
joystick is returned by the user to the center position, the 
speed of the cursor is returned to zero, column 5 lines 29-35.) . 

Claim 9: 

This claim is a method version of claim 1 and claims the same functions that claim 1 
claims. This claim is rejected for the reasons given for claim 1 . 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Jacquelyn Gavron and Joseph Moran, How to Use Microsoft 
Windows NT 4 Workstation, 1996, Ziff Davis Press, page 123 teaches customizing 
Windows NT and provides the 1 996 date. 
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13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffery A Brier whose telephone number is 703-305- 
4723 until the move and after the move the telephone number will be 571-272-7656. 
The examiner can normally be reached on M-F from 6:30 to 3:00. If attempts to reach 
the examiner by telephone are unsuccessful, the examiner's supervisor, Michael 
Razavi, can be reached at (703) 305-4713). The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jeffery A Brier 
Primary Examiner 
Art Unit 2672 



